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DETAILED ACTION 

Priority 

1 . Receipt is acknowledged of papers submitted under 35 U.S.C. 1 1 9(a)-(d), which 
papers have been placed of record in the file. 

Specification 

2. The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. 

The current title is actually misleading. It is "Optical pickup with dual focal 
length," but as the examiner understands the invention, the optical pickup of the 
application does not have a dual focal length. The focal length is constant, and the 
optical pickup must move relative to the disk to focus at different levels (as illustrated in 
Figures 2A, 2B, and 2C). 

The following title is suggested: Optical pickup for recording data and forming 
label images. 

Claim Objections 

3. Claim 8 is objected to because of the following informalities: in line 2, "surfaces" 
should be "surface." Appropriate correction is required. 

4. Claim 10 is objected to because of the following informalities: the phrases "a 
focus servomechanisms" and "the focus servomechanisms" are not grammatically 
correct. Appropriate correction is required. 
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5. Claim 17 is objected to because of the following informalities: in line 1 , "wherein 
host computer checks" should be "wherein the host computer checks." Appropriate 
correction is required. 

Claim Rejections - 35 USC § 101 

6. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

7. Claim 7 is rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

Claim 7 is drawn to a "program" perse as recited in the preamble and as such is 
non-statutory subject matter. See MPEP § 2106.IV.B.1.a. Data structures not claimed 
as embodied in computer readable media are descriptive material perse and are not 
statutory because they are not capable of causing functional change in the computer. 
See, e.g., Warmerdam, 33 F.3d at 1361, 31 USPQ2d at 1760 (claim to a data structure 
perse held nonstatutory). Such claimed data structures do not define any structural 
and functional interrelationships between the data structure and other claimed aspects 
of the invention, which permit the data structure's functionality to be realized. In 
contrast, a claimed computer readable medium encoded with a data structure defines 
structural and functional interrelationships between the data structure and the computer 
software and hardware components which permit the data structure's functionality to be 
realized, and is thus statutory. Similarly, computer programs claimed as computer 
listings perse, i.e., the descriptions or expressions of the programs are not physical 
"things." They are neither computer components nor statutory processes, as they are 
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not "acts" being performed. Such claimed computer programs do not define any 
structural and functional interrelationships between the computer program and other 
claimed elements of a computer, which permit the computer program^ functionality to 
be realized. 

Claim Rejections - 35 USC § 102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

9. Claims 1-9 and 1 1-16 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Honda etal. (U.S. Patent Publication 2002/0191517 A1) 

The applied reference has a common assignee with the instant application. 
Based upon the earlier effective U.S. filing date of the reference, it constitutes prior art 
under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) might be overcome 
either by a showing under 37 CFR 1.132 that any invention disclosed but not claimed in 
the reference was derived from the inventor of this application and is thus not the 
invention "by another," or by an appropriate showing under 37 CFR 1.131. 

Regarding claim 1, Honda discloses an optical pickup (Fig. 6) comprising: 
a light source that is provided for generating a laser light (Fig. 6: 66): 
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an objective lens that condenses the laser light to form a light spot for irradiating 
an optical disk (the objective lens is not specifically disclosed, but must be included in 
the optical pickup of Fig. 6: 66; note the laser beam 67 is depicted as forming a light 
spot) formed of a substrate and having a pair of major surfaces spaced from each other 
by a thickness of the substrate and a recording face interposed between the major 
surfaces (Fig. 1: the first major surface is the bottom of the substrate 12; the second 
major surface lies between the reflection layer 16 and the visible light characteristic 
changing layer 18); and 

an actuator that is provided for moving the objective lens in a direction of the 
thickness of the optical disk within a total movable range (the focus servo: Fig. 6, 125) 
so as to focus the light spot on either one of the recording face and the major surface (it 
can record data, paragraph 37, so it must be able to focus on the recording face. It 
focuses on the "major surface" between the reflection layer and the visible light 
characteristic changing layer for label-writing: paragraph 46), 

wherein the total movable range of the objective lens is set to be equal to or 
more than a sum of an allowance range and an additional range (this is inherent, as will 
be explained in the definition of each part), 

the allowance range being set to allow the objective lens to keep a constant 
distance between the objective lens and the recording face even when a level of the 
optical disk varies in the direction of the thickness (this is inherent to the focusing 
operation of paragraph 46: it keeps the focus on the reflection layer, so it must have 
enough range of motion to allow that to happen), 
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the additional range being set by dividing a gap between the major surface and 
the recording face of the optical disk by an absolute refraction index of the substrate of 
the optical disk (this is also inherent: the apparatus of Honda can write to the recording 
layer, so it must be able to focus there. Because the optical disk is flipped over when 
recording data - paragraph 40 - the recording layer is at a different depth, and thus the 
objective lens, which has a constant focal length, must be in a different position. That 
different position is inherently the difference in optical path length between the two 
depths, and that optical path length difference is equal to the thickness of the substrate 
divided by the refractive index. In the configuration of Fig. 1 of Honda there is also a 
slight range adjustment due to the protective layer, but note in paragraph 65 that the 
label layer does not have to be positioned under a protective layer). 

Regarding claim 2, it is not specifically disclosed by Honda, but it is inherent. In 
order to conduct the focusing operation disclosed by Honda, the actuator must be able 
to switch the objective lens between a first base point and a second base point within 
the total movable range (one for data recording and one for label recording), such that 
the objective lens can selectively move around the first base point within the allowance 
range to allow the light spot to follow the recording face (necessary to stay focused 
during data recording) or move around the second base point within the allowance 
range to allow the light spot to follow the major surface (necessary to stay focused 
during label recording). 

Regarding claim 3, it is not specifically disclosed by Honda, but it is inherent. As 
the focusing operation is conducted on the same optical disk, just reversed depending 
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on the surface to be recorded, the actuator would logically move the objective lens such 
that a first movable range of the objective lens extending from the first base point in an 
inward direction toward the optical disk is set comparable to a second movable range of 
the objective lens extending from the second base point in an outward direction 
opposite to the optical disk (the moveable ranges should be comparable because it is 
the same optical disk either way, so thickness variations should be the same for either 
direction; that one extends in from a base point and one extends out from a base point 
is inherent because the base points, as claimed, can be arbitrarily defined anywhere 
within the focus servo range). 

Regarding claim 4, Honda discloses an apparatus for recording information (Fig. 
6). Nearly all elements of this claim have already been discussed with regard to claims 
1-3, but note Honda discloses a focusing servo section 76, an input section (paragraph 
42), and a control section 62. 

Regarding claim 5, in Honda the control section operates when the input section 
designates one of the major surfaces as a label face of the optical disk for instructing 
the pickup to record information such a manner as to form an visual image on the label 
face (that the control section is activated is in paragraph 36; that it can be an image is 
paragraph 41). 

Regarding claim 6, this is a method claim corresponding to claim 4, and is 
rejected for the same reasons. 

Regarding claim 7, as the apparatus of Honda is controlled by a host computer 
(Fig. 6: 46), it must contain a program that causes the optical recording apparatus to 
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perform the method. All other elements of this claim have been discussed in the 
rejection of claims 1-6. 

Regarding claim 8, all elements positively recited have been discussed with 
regards to claims 1-7. 

Regarding claim 9, Honda discloses an apparatus for recording data and a 
visible image (Fig. 6) on an optical disk (Fig. 1) having at least a substrate surface (the 
substrate is 12; it naturally has two surfaces), a label surface opposite to the substrate 
surface (the label layer is 18; the examiner considers the label surface" to be the 
boundary between 16 and 18), a recording face interposed between the substrate 
surface and the label surface (14), and a reflection layer disposed under the recording 
face (16), 

the recording face being irradiated by a laser light through the substrate surface 
to record and reproduce data (implied in paragraph 40), the apparatus comprising: 

an optical pickup having an objective lens for irradiating the laser light to the 
optical disk through the objective lens (Fig. 6: 67); 

a feed means for moving the optical pickup in a radial direction of the optical disk 
(paragraph 38 or Fig. 6: 68); 

a spindle motor for rotationally driving the optical disk (Fig. 6: 56); and 

a host computer for controlling the recording of the data and the visible image 
(Fig. 6: 46), wherein 

the substrate surface of the optical disk faces to the optical pickup when the data 
is recorded into the recording face (implied by paragraph 40), 
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the label surface of the optical disk faces to the optical pickup when the visible 
image is recorded into the label surface (paragraph 40), and 

a distance between the optical lens and the optical disk is differentiated between 
a first cast of recording the data on the recording face and a second case of recording 
the visible image on the label surface (this is inherent: the optical lens has to be in a 
different place since it is focusing at a different depth inside the disk). 

Regarding claim 11, Honda discloses that the label surface of the optical disk is 
coated with a pain for forming the visible image (Honda does not use the word "paint" 
but the description of its characteristics in paragraph 30 matches the applicant's own 
description of the paint). 

Regarding claim 12, Honda discloses that the spindle motor rotationally drives 
the optical disk at a constant angular velocity (paragraph 43). 

Regarding claim 1 3, Honda does not explicitly state that the spindle motor 
rotationally drives the optical disk at a constant linear velocity. However, it is inherent. 
(Honda discloses - paragraph 10 - that the apparatus can record CD-type optical disks. 
Since the CD standard requires constant linear velocity recording, the spindle motor of 
Honda must be able to rotationally drive the optical disk at a constant linear velocity). 

Regarding claim 14, Honda discloses that the spindle motor is provided with a 
frequency generator for outputting a signal for detecting a rotation angle or rotation 
speed of the optical disk (paragraph 37). 
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Regarding claim 15, Honda discloses that the optical pickup is virbrated in a 
radial direction of the optical disk during the course of irradiating the laser light onto the 
rotated optical disk (paragraph 36). 

Regarding claim 16, Honda discloses that the optical pickup is vibrated in a radial 
direction of the optical disk during the course of irradiating the laser light (paragraph 36), 
with a predetermined amplitude on every varied cycle, such that the laser light is applied 
to a same circumference of the optical disk a plurality of times (follows from paragraph 
36; if there are no gaps, there must be some overlap between passes due to the 
vibration). 

Claim Rejections - 35 USC § 103 

10. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

11. Claim 10 is rejected under 35 U.S.C. 103(a) as being obvious over Honda in view 
of Izumi et al. (U.S. Patent 5,859,824). 

The applied reference has a common assignee with the instant application. 
Based upon the earlier effective U.S. filing date of the reference, it constitutes prior art 
only under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 103(a) might be overcome 
by: (1) a showing under 37 CFR 1.132 that any invention disclosed but not claimed in 
the reference was derived from the inventor of this application and is thus not an 
invention "by another"; (2) a showing of a date of invention for the claimed subject 
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matter of the application which corresponds to subject matter disclosed but not claimed 
in the reference, prior to the effective U.S. filing date of the reference under 37 CFR 
1.131; or (3) an oath or declaration under 37 CFR 1.130 stating that the application and 
reference are currently owned by the same party and that the inventor named in the 
application is the prior inventor under 35 U.S.C. 104, together with a terminal disclaimer 
in accordance with 37 CFR 1 .321(c). This rejection might also be overcome by showing 
that the reference is disqualified under 35 U.S.C. 103(c) as prior art in a rejection under 
35 U.S.C. 103(a). See MPEP § 706.02(l)(1) and § 706.02(l)(2). 

Honda discloses an apparatus as discussed in the rejection of claim 9. Honda 
discloses a focus servomechanism (Fig. 6: 76) for focusing the laser light onto the 
optical disk by means of the objective lens. 

Honda does not disclose that the gain of the focus servomechanism is switched 
between the first case of recording the data on the recording face and the second case 
of recording the visible image on the label surface. 

Izumi discloses that the gain of a focus servomechanism should be switched 
between the first case of recording data on one recording face and the second case of 
recording data on the second recording face (column 1 , line 66 to column 2, line 7). 
Izumi discloses that if the gain is not switched, servo control cannot be performed 
accurately. 

It would have been obvious to one of ordinary skill in the art to modify Honda as 
taught by Izumi to include wherein the gain of the focus servomechanism is switched 
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between the first case of recording the data on the recording face and the second case 
of recording the visible image data on the label surface. 

The motivation would have been to perform servo control accurately, as 
disclosed by Izumi (Izumi's dual layer disk is not the same kind as Honda, but the 
principle taught by Izumi is equally applicable to Honda, which does have dual recording 
layers). 

12. Claim 17 is rejected under 35 U.S.C. 103(a) as being unpatentable over Honda 
in view of Katsuyama et al. (U.S. Patent 4,723,234). 

The applied reference has a common assignee with the instant application. 
Based upon the earlier effective U.S. filing date of the reference, it constitutes prior art 
only under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 103(a) might be overcome 
by: (1) a showing under 37 CFR 1.132 that any invention disclosed but not claimed in 
the reference was derived from the inventor of this application and is thus not an 
invention "by another"; (2) a showing of a date of invention for the claimed subject 
matter of the application which corresponds to subject matter disclosed but not claimed 
in the reference, prior to the effective U.S. filing date of the reference under 37 CFR 
1.131; or (3) an oath or declaration under 37 CFR 1.130 stating that the application and 
reference are currently owned by the same party and that the inventor named in the 
application is the prior inventor under 35 U.S.C. 104, together with a terminal disclaimer 
in accordance with 37 CFR 1 .321(c). This rejection might also be overcome by showing 
that the reference is disqualified under 35 U.S.C. 103(c) as prior art in a rejection under 
35 U.S.C. 103(a). See MPEP § 706.02(l)(1) and § 706.02(l)(2). 
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Honda discloses an apparatus as discussed in the rejection of claim 9. 

Honda does not disclose wherein the host computer checks if the label surface of 
the optical disk is set to face the optical pickup when the optical disk is set. 

Katsuyama discloses checking to see if the label surface of the optical disk is set 
to face the optical pickup when the optical disk is set (column 1, lines 19-47). 
Katsuyama discloses this can lead to focusing malfunctions (same section). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify Honda as taught by Katsuyama to include wherein the host 
computer checks of the label surface of the optical disk is set to face the optical pickup 
when the optical disk is set. 

The motivation would be to avoid malfunctions, as taught by Katsuyama 
(Katsuyama is trying to avoid malfunctions while playing the disk, because it cannot be 
played with the label side the wrong way, but the extension to Honda is obvious: the 
label cannot be recorded if the label side is set the wrong way). 

Conclusion 

13. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Onodera et al. (US 2001/0026531 A1), Anderson et al. (US 
2003/0161224), Pate et al. (US 2003/0193864 A1). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Christopher R. Lamb whose telephone number is (572) 
272-5264. The examiner can normally be reached on 8:30 AM to 6:00 PM Monday to 
Friday. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, William Korzuch can be reached on (571) 272-7589. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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